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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name UBM IP Luxembourg SARL

Entity Corporation Citizenship Luxembourg

Address 17, Boulevard Prince Henri
Luxembourg, L-1723
LUXEMBOURG

Attorney Monica B. Richman

information Sonneschein Nath Rosenthal LLP

P.O. Box #061080 Wacker Dr. Station, 233 South Wacker Dr.
Chicago, IL 60606-1080

UNITED STATES

trademarks@sonnenschein.com, mrichman@sonnenschein.com,
pmorales@sonnenschein.com Phone:212-768-5367

Registration Subject to Cancellation

Registration No 3258835 Registration date | 07/03/2007
International NONE International NONE
Registration No. Registration Date

Registrant Robin Caller

7 Brayfield Terrace London N1 1HZ

UNITED KINGDOM

Goods/Services Subject to Cancellation

Class 035.

All goods and services in the class are cancelled, namely: Advertising and business management
consultancy; direct marketing, on-line marketing, namely, dissemination of advertising for others over
a global computer network, business consultation in the nature of developing marketing strategies for
cross media distribution, business consulting services in the nature of developing marketing
strategies for interactive TV; business management consultancy and development of processes for
the analysis and implementation of strategic plans, management information systems; marketing
services; negotiation of commercial transactions in the nature of partnerships and partnership
agreements, cross platform promotions, and hybrid marketing solutions; business administration and
office work

Grounds for Cancellation

| False suggestion of a connection | Trademark Act section 2(a)

Mark Cited by Petitioner as Basis for Cancellation


http://estta.uspto.gov

U.S. Application 77960324 Application Date 03/16/2010

No.

Registration Date | NONE Foreign Priority NONE

Date

Word Mark GAO

Design Mark

Description of NONE

Mark

Goods/Services Class 035. First use: First Use: 2010/03/01 First Use In Commerce: 2010/03/01
On-line advertising services for others

Attachments 77960324#TMSN.jpeg ( 1 page )( bytes)
Petition for Cancellation GAO.pdf ( 4 pages )(99817 bytes )
Exhibits 1-5 GAO.pdf ( 17 pages )(623379 bytes )
Exhibit 6 GAO.pdf ( 12 pages )(508962 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /monica b. richman/

Name Monica B. Richman
Date 07/20/2010




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

______________________________________________________________ X
UBM IP Luxembourg SARL )
Petitioner, )
)
v )
)
)
Robin Caller, )
Registrant. )
)
________________________________________________ X
Reg. No. 3258835
Mark: GAO
Class for Petition: 35
Registered: July 3, 2007

PETITION FOR CANCELLATION

Petitioner, UBM IP Luxembourg SARL (“Petitioner™), is a company organized under the
laws of Luxembourg, located at 17 Boulevard, Prince Henri, Luxembourg, L-1723. Petitioner
asserts that it will be damaged by the continued registration of the trademark GAO, Registration
No. 3258835, and hereby petitions for the cancellation of said mark in Class 35.

I Petitioner is the owner of the trademark GAO, Application No. 77/960324 (the
“Application™), in connection with “online advertising services for others” in Class 35 (See
Exhibit 1).

2. The United States Patent & Trademark Office (“USPTO”) issued an Office
Action on June 23, 2010, citing U.S. Registration No. 3258835 for the mark GAO as grounds for

refusal of registration of Petitioner’s Application. (See Exhibit 2).



-~

3. Petitioner believes that the continued registration of Registration No. 3258835 in
Class 35 for the GAO mark will impair Petitioner’s rights in its GAO Application and will
prevent Petitioner from registering its GAO mark.

4. Upon information and belief, Robin Caller (hereinafter, “Registrant™), has
abandoned U.S. Registration No. 3258835 (hereinafter the “Registration™). which encompasses
services, including “advertising and business management consultancy” in Class 35 (See Exhibit
3 for a full description).

5. Upon information and belief, Registrant has never made actual use of the GAO
mark in Class 35 in the United States or filed any specimens of use with the United States Patent
and Trademark Office demonstrating actual use of the GAO mark with the services listed in
Class 35 as Registrant’s application for the GAO mark was filed under Section 66 (a) of the
Trademark Act in the United States.

6. Upon information and belief, Petitioner’s Internet search failed to disclose any
information about advertising services under the mark GAO encompassed by Registrant’s
Registration in Class 35 in the United States. (See Exhibit 4).

7. Upon information and belief, Petitioner’s Internet search failed to disclose any
information about a Robin Caller in connection with advertising services under the mark GAO
encompassed by Registrant’s Registration in Class 35 in the United States. (See Exhibit 5).

8. Upon information and belief, Registrant uses the mark GOALLOVER, not GAO,
in connection with advertising services. Registrant’s website at www.goallover.net failed to
disclose any use in connection with advertising services under the mark GAO encompassed by
Registrant’s Registration in Class 35 in the United States. (See Exhibit 6).

9. Upon information and belief, Registrant is no longer using or has never used the
GAO mark in United States commerce for the services listed in Class 35 under the Registration
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and, Registrant has legally abandoned any and all rights to the GAO trademark and Registration
in Class 35 in the United States.

9. Upon information and belief, Registrant is the owner of record of the Registration
for the mark GAO and no further assignment or other transfer of rights in the Registration has
been made to any third-party.

WHEREFORE, Petitioner believes and alleges that it is being and will be damaged by the
continued registration of Registrant’s GAO mark, and therefore prays that:

a) the Petition for Cancellation herein be granted in favor of Petitioner;
b) Registration No. 3258835 in Class 35 be cancelled: and
C) upon cancellation of the Registration in Class 35, the citation to the
Registration in the Application be withdrawn,
Respectfully submitted,

UBM IP Luxembourg SARL

Dated: July 20, 2010 By: /j/fi«ﬁw ;;‘ﬁ f’ég i’im
Monica B. Richman, Esq.
SONNENSCHEIN NATH & ROSENTHAL LLP
1221 Avenue of the Americas
New York, NY 10020
212-768-5367
mrichman@sonnenschein.com
Attorney for Petitioner

17682055\W-1



CERTIFICATE OF SERVICE

[ hereby certify that I caused a true and correct copy of the foregoing PETITION FOR
CANCELLATION to be served upon Registrant, namely:

Robin Caller

7 Brayfield Terrace
London N1 1HZ
United Kingdom

by placing said Petition for Cancellation in an envelope, properly sealed and addressed, via Air
Mail, postage prepaid and depositing same with the United States Postal Service on this day of

July 20. 2010.

T<titia M. Al
Legal Secretary

SONNENSCHEIN NATH & ROSENTHAL LLP
1221 Avenue of the Americas

New York, NY 10020

By:

1768205501
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GAO

Word Mark GAO

Goods and Services IC 035. US 100 101 102. G & S: On-line advertising services for others. FIRST USE: 20100301.
FIRST USE IN COMMERCE: 20100301

( Use the "Back"” button of the Internet

Standard Characters

Claimed

Mark Drawing Code (4) STANDARD CHARACTER MARK
Serial Number 77960324

Filing Date March 16, 2010

Current Filing Basis 1A
Original Filing Basis 1A

Owner (APPLICANT) UBM IP LUXEMBOURG SARL COMPANY LUXEMBOURG 17 BOULEVARD
PRINCE HENR! LUXEMBOURG L-1723

Attorney of Record Monica B. Richman

Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead Indicator LIVE

| HOME } SITE INDEX] SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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exmIT 2

To: UBM IP LUXEMBOURG SARL (trademarks@sonnenschein.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77960324 - GAO - 20001431-190
Sent: 6/23/2010 3:52:28 PM

Sent As: ECOM104@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

APPLICATION SERIAL NO. 77960324

MARK: GAO

*77960324*
CORRESPONDENT ADDRESS:

MONICA B. RICHMAN CLICK HERE TO RESPOND TO THIS LETTER:
SONNENSCHEIN NATH & ROSENTHAL LLP  hitpd//www. us sto.sovitess/e TEASpare D hitm

PO BOX 061080
CHICAGO, 1L 60606-1080

APPLICANT: UBM IP LUXEMBOURG
SARL

CORRESPONDENT’S REFERENCE/DOCKET
NO:
20001431-190
CORRESPONDENT E-MAIL ADDRESS:
trademarks@sonnenschein.com

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER

TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
[SSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: #/20



The referenced application has been reviewed by the assigned trademark examining attorney. Applicant
must address all issues below in a timely manner. 15 U.S.C. §1062(b); 37 C.F.R. §82.62(a), 2.65(a);
TMEP §§711, 718.03.

Refusal under Trademark Act Section 2(d) — Likelihood of Confusion

Registration of the applied-for mark is refused becausc of a likelihood of confusion with the mark in U.S.
Registration No. 3258835 (“GAO”). Trademark Act Scction 2(d), 15 U.S.C. §1052(d); see TMEP
§§1207.01 er seq. Please see the enclosed registration.

Trademark Act Section 2(d) bars registration of an applicd-for mark that so resembles a registered mark
that it is likely that a potential consumer would be confused or mistaken or deceived as to the source of the
goods and/or services of the applicant and registrant. See 15 U.S.C. §1052(d). The courtinnre E. 1 du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) listed the principal factors to be
considered when determining whether there is a likelihood of confusion under Section 2(d). See TMEP
§1207.01.

All circumstances surrounding the sale of the goods and/or services are considered. These circumstances
include the marketing channels, the identity of the prospective purchasers, and the degree of similarity
between the marks and between the goods and/or services. See Indus. Nucleonics Corp. v. Hinde, 475
F.2d 1197, 177 USPQ 386 (C.C.P.A. 1973); TMEP §1207.01. However, not all of the factors arc
necessarily relevant or of equal weight, and any one factor may be dominant in a given case, depending
upon the evidence of record. /n re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204
(Fed. Cir. 2003); see In re E. I. du Pont, 476 F.2d at 1361-62, 177 USPQ at 567.

The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or
services, but to protect the registrant from adverse commercial impact due to use of a similar mark by a
newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).
Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP §1207.01(d)(1); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265,
62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6
USPQ2d 1025, 1025 (Fed. Cir. 1988).

Similarity of the Parties’ Marks

In a likelihood of confusion determination, the marks are compared for similarities in their appearance,
sound, meaning or connotation and commercial impression. [n re E. I du Pont de Nemours & Co., 476
F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973); TMEP §1207.01(b). Similarity in any onc of
these elements may be sufficient to find a likelihood of confusion. /n re White Swan Lid., § USPQ2d
1534, 1535 (TTAB 1988); In re Lamson Oil Co., 6 USPQ2d 1041, 1043 (TTAB 1987); see TMEP
§1207.01(b).

The question is not whether people will confuse the marks, but whether the marks will confuse people into
believing that the goods and/or services they identify come from the same source. In re West Point-

Pepperell, Inc.. 468 F.2d 200, 201, 175 USPQ 558, 558-59 (C.C.P.A. 1972); TMEP §1207.01(b). For that
reason, the test of likelihood of confusion is not whether the marks can be distinguished when subjected to



a side-by-side comparison. The question is whether the marks create the same overall impression. See
Recot, Inc. v. M.C. Becton, 214 F.2d 1322, 1329-30, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000); Visual Info.
Inst.. Inc. v. Vicon Indus. Inc., 209 USPQ 179, 189 (TTAB 1980). The focus is on the recollection of the
average purchaser who normally retains a general rather than specific impression of trademarks.
Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537, 540-41 (TTAB 1979): Sealed Air
Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975); TMEP §1207.01(Db).

In this case, the applicant’s mark, “GAO,” is identical to the cited registered mark. The marks are
indistinguishable in their sounds, appearances, and apparent meaning. Consumers encountering the marks
for related services have no way of distinguishing between different sources of services bearing identical
marks. The examining attorney notes that if the marks of the respective partics arc identical, the
relationship between the goods and/or services of the respective partics need not be as close to support a
finding of likelihood of confusion as might apply where differences exist between the marks. /n re Opus
One Inc., 60 USPQ2d 1812, 1815 (TTAB 2001); Amcor, Inc. v. Amcor Indus., Inc., 210 USPQ 70, 78
(TTAB 1981); TMEP §1207.01(a).

Relatedness of the Parties’ Services

Likelihood of confusion is determined on the basis of the goods and/or services as they are identified in
the application and registration, without limitations or restrictions that are not reflected therein. Hewleti-
Packard Co. v. Packard Press Inc., 281 F.3d 1261, 1267-68, 62 USPQ2d 1001, 1004-05 (Fed. Cir. 2002);
In re Shell Oil Co., 992 F.2d 1204, 1207 n.4, 26 USPQ2d 1687, 1690 n.4 (Fed. Cir. 1993); TMEP
§1207.01(a)(1i1).

The goods and/or services of the parties need not be identical or directly competitive to find a likelihood
of confusion. See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186 USPQ 476, 430
(C.C.P.A. 1975); TMEP §1207.01(a)(i). Rather, they need only be related in some manner, or the
conditions surrounding their marketing are such that they would be encountered by the same purchasers
under circumstances that would give rise to the mistaken belief that the goods and/or services come from a
common source. In re Total Quality Group, Inc., 51 USPQ2d 1474, 1476 (TTAB 1999); TMEP
§1207.01(a)(i); see, e.g., On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086-87, 56 USPQ2d
1471, 1475-76 (Fed. Cir. 2000); In re Martin’s Famous Pastry Shoppe, Inc., T48 F.2d 1565, 1566-68, 223
USPQ 1289, 1290 (Fed. Cir. 1984).

The applicant’s services in this case are also very closely related, if not identical, to the services provided
by the cited registrant. The applicant provides “online advertising services for others” while the registrant
provides a host of goods and services, including in Class 35 “advertising...consultancy,” “on-line marketing
namely, dissemination of advertising for others over a global computer network,” “developing marketing
strategies,” and “marketing services.” Please sce the attached Internet evidence showing the services
provided by the prior registrant and their trademark.

The applicant and registrant thus serve identical consumer needs of advertising and marketing, and both
provide their services through similar channels like the Internet. The partics” may even compete in the
marketplace. For these reasons, consumers are very likely to encounter the parties” services under similar
commercial circumstances for related services. Given the identical nature of the parties” marks,
consumers encountering them will be unable to distinguish the underlying sources of the services.
Registration is refused to prevent such confusion.



Although applicant’s mark has been refused registration, applicant may respond to the refusal by
submitting evidence and arguments in support of registration.

If responding, the applicant must also address the following requirement.

Entity Indefinite

The application identifies applicant as a “company” from Luxembourg. This is not an acceptable entity
designation because the Trademark Office considers the term “company” indefinite for all but foreign
firms from the United Kingdom or other Commonwealth countries. TMEP §803.03(1).

Therefore, applicant must specify the type of entity applying, ¢.g., corporation, unincorporated
association, partnership or joint venture. 37 C.F.R. §2.32(a)(3)(ii); see TMEP §§803.03 et seq.

RESPONDING TO THE OFFICE ACTION

There is no required format or form for responding to an Office action. The Office reccommends
applicants use the Trademark Electronic Application System (TEAS) to respond to Office actions online at
Wt /Awww usplo.eov/teas/index html If applicant responds on paper via regular mail, the response
should include the title “Response to Office Action” and the following information: (1) the name and law
office number of the examining attorney, (2) the serial number and filing date of the application, (3) the
date of issuance of this Office action, (4) applicant’s name, address, telephone number and e-mail address
(if applicable), and (5) the mark. 37 C.F.R. §2. 194(b)(1); TMEP §302.03(a).

The applicant must explicitly address cach refusal and/or requirement raised in this Office action. If'a
refusal has issued, applicant may wish to argue against the refusal, i.c., submit arguments and/or evidence
as to why the refusal should be withdrawn and the mark should register. To respond to requirements,
applicant should set forth in writing the required changes or statements and request that the Office enter
them into the application record.

The response must be personally signed by the individual applicant or someone with legal authority to
bind a juristic applicant (e.g., applicant’s attorney, a corporate officer of a corporate applicant, the
equivalent of an officer for unincorporated organizations or limited liability company applicants, a general
partner of a partnership applicant, each applicant for applications with multiple individual applicants, ete.).

See 37 C.F.R. §§2.62(b), 2.193(e)(2)(ii); TMEP §§611.03(b), 611.06 efseq., 712.01. In the case of joint
applicants, all must sign. 37 C.F.R. §2.193(c)(2)(i1); TMEP §§605.02, 611.06(a). In addition, the proper
signatory must personally sign or personally enter his/her electronic signature. See 37 C.F.R. §2.193(a),
(e)(2)(i1); TMEP §§611.01(b), 611.02.

If applicant has questions about its application or this Office action, please contact the assigned trademark
examining attorney at the email address or telephone number below.

/Cory Boone/
Trademark Examining Attomey
Law Office 104



Phone: 571.270.1510
Fax: 571.270.2510
cory.boone(@uspto.gov

TO RESPOND TO THIS LETTER: Usec the Trademark Electronic Application System (TEAS)
response form at hittp:/teasroa.usplo.coviroal. Please wait 48-72 hours from the issue/mailing date before
using TEAS, to allow for necessary system updates of the application. For fechnical assistance with

online forms, e-mail TEASuspio.gov.

WHO MUST SIGN THE RESPONSE: It must be personally signed by (1) an individual applicant; (2)
someone with legal authority to bind applicant (i.¢., a corporate officer, a general partner, all joint
applicants); or (3) an authorized attorney, if one is appointed to represent applicant.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does

not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at hitip:/tarr.uspto.gov/. Please keep a
copy of the complete TARR screen. 1f TARR shows no change for more than six months, call 1-800-786-
9199. For more information on checking status, see It AW w uspio, govitrad

arke/mrocesystatus,

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at
CASrmesh him.

HEtn oW ww Usnto. goVAlCas/ e i




Print: Jun 23, 2010 79014810

DESIGN MARK

Serial Number
76014810

Status
REGISTERED

Word Mark
GAQ

standard Character Mark

Yes

Registration Number
3258835

Date Registered
2007/07/03

Type of Mark
TRADEMARE; SERVICE MARK

Register
PRINCIEAL

Mark Drawing Code
{4) STANDARD CHARACTER MARK

Ovwner
Robin Caller UNKNOWN UNITED KINGDOM 7 Brayfield Terrace London N1 1HZ
UNITED KINGDOM

Goods/Services
Clags Status -- ACTIVE. IC 025. Us 022 039. G & S: Clothing,
namely tops, jerseys and jackets, footwear, headwear.

Goods/Services

Class Status -- ACTIVE. IC (035. Us 100 101 102. G & 8: Advertising
and business management consultancy; direct marketing, on-line
marketing, namely, dlzsemination of advertlzsing for others over a
global computer network, business consgultation in the nature of
developing marketing strategies far cross media distribution, business
consulting services in the nature of developing marketing strategies
for interactlive TV; buslness management conzultancy and development of
processes for the analysis and implementation of strateglc plang,
management information systems: marketing services: negotiation of
commercial transactions in the nature of partnerships and partnership
agreements, crosg platform promotlons, and hybrid marketing solutlons:
business administration and office work.

A-



Print: Jun 23, 2010 78014810

Goodsi/Services
Class Status -- ACTIVE. IC 038. Us 100 101 104, G & S: Cellular
and radie telephony services; the provisicn of wifi gervices.

Goods/Services

Class Status -- ACTIVE. I< 039. us 100 105. G & S: Transport by
means of rail, ship, air, truck and freight; packaging articles for
transportation and storage of goods in general; travel agency
services, namely making reservations and bookings for transportation.

Translation Statement
The English translation of the ward GAO in the mark is "high".

Flling Date
2005/02/03

Examining Attomey
RICHARDS, SUSAN

Attorney of Record
NANCY SABARRA



GAQ
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Word Mark
Translations

Goods and
Services

Standard
Characters
Claimed

Mark Drawing
Code

Serial Number
Filing Date
Current Filing
Basis

Original Filing
Basis

Published for
Opposition

GAO
The English translation of the word GAQO in the mark is "high™.
IC 025. US 022 039. G & S: Clothing, namely tops, jerseys and jackets, footwear, headwear

IC 035. US 100 101 102. G & S: Advertising and business management consultancy; direct marketing, on-
line marketing, namely, dissemination of advertising for others over a global computer network, business
consultation in the nature of developing marketing strategies for cross media distribution, business consulting
services in the nature of developing marketing strategies for interactive TV; business management
consultancy and development of processes for the analysis and implementation of strategic plans,
management information systems; marketing services; negotiation of commercial transactions in the nature
of partnerships and partnership agreements, Cross platform promotions, and hybrid marketing solutions;
business administration and office work

IC 038. US 100 101 104. G & S: Cellular and radio telephony services; the provision of wifi services

iC 039. US 100 105. G & S: Transport by means of rail, ship, air, truck and freight; packaging articles for
transportation and storage of goods in general; travel agency services, namely making reservations and
bookings for transportation

(4) STANDARD CHARACTER MARK

79014810
February 3, 2005

66A
G6A

April 17, 2007

http://tess2.uspto.gov/bin/showfield?f=doc&state=4005 Amrk86.3.1 7/19/2010
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Change In CHANGE IN REGISTRATION HAS OCCURRED
Registration

Registrafi

Numbe?:ﬂfa‘;n 8835

International

Registraifitn 0630

Number

Registration

Date July 3, 2007

Owner (REGISTRANT) GOALLOVER LIMITED PRIVATE LIMITED COMPANY UNITED KINGDOM 7 Brayfield

Terrace LONDON N1 1HZ UNITED KINGDOM

(LAST LISTED OWNER) Robin Caller UNKNOWN UNITED KINGDOM 7 Brayfield Terrace London N1 1HZ
UNITED KINGDOM

Attorney of  \ANGCY SABARRA

Record

Type of Mark TRADEMARK. SERVICE MARK
Register PRINCIPAL

Live/Dead

Indicator LIVE
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